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Remarks 

After amendment, claims 1-30 remain pending in the present application, the claims 
having been amended primarily to address the Examiner's §112, second paragraph rejections. 
Amendment to the specification and independent claims 1, 3, 5, 7, 9, 15 and 23 find support 
throughout the originally filed application and claims and in particular, at page 15, paragraph 
2, and in the examples at page 20-23 and figure 1 . No new matter has been added by the 
present amendment. 

The Examiner has rejected or objected to claims 1-30 variously under 35 U.S.C §112, 
first and second paragraphs and §102. No prior art rejection has been made of the instant 
application. Applicants shall address each of the Examiner objections/rejections in the sections 
which follow. 

The Objection to the Title. Specification and to the Abstract 

In response to the Examiner's concerns regarding the original title of the present 
application and the original abstract, both of these have been amended as indicated. It is 
respectfully submitted that the title of the instant application, as well as the abstract which 
describes the present invention have been amended to address the Examiner's concerns and 
provide more detail to both of those sections of the application. 

With respect to the specification, Applicants have amended the specification to address 
an obvious inconsistency which occurred in the presentation of the original application and to 
have the chemical formula set forth on pages 6-7 reflect the formula which is presented in 
specification of the scheme presented in figure 1 and fully supported by the generic chemical 
synthesis on page 15 as well as examples on pages 20-23 of the original specification. It is 
quite clear that the original specification contained a chemical structure which contained an 
inconsistency in that the original formula should have had a double bond between positions 1 
and 6 of the purine base, as is clearly depicted in Figure 1 and fully supported by the chemical 
synthesis on page 15 and separately, on pages 20-23. Moreover, the compound of Figure 1 is 
presented in the biological activity of those same examples. Thus, the originally presented 

Y03-067.amd -15- 
S.N. 10/068,635 



PACE 1 8/26 * RCVD AT 2/17/2004 9:26:43 AM [Eastern Standard Tlmel * SVR:USPTO-EFXRF-1/0 * DNIS:8729306 * CSID:2033356899 - DURATION (mm-ss):07-22 



02/17/2004 10:33 FAX 2033356899 



Coleman Sudol Sapone P.C 



©019 



chemical structures on pages 6-7 are inconsistent with the presentation of the chemical formula 
in the scheme presented in figure 1, as supported by the synthesis on page 15, second 
paragraph, and synthetic chemical examples and biological data presented on pages 20-23. 
Given that the chemical structure of the aminocyclopropyl derivative is presented in the 
scheme in figure 1 and the figures on pages 6-7 of the original specification also include the 
aminocyclopropyl derivative of figure 1, and the general synthesis presented on page 15 in 
paragraph 2, also indicate the substitution of X (OCH 3 , N 3 , mono- or disubstituted 
methylamine) on the guanosine derivatives of the present invention following the scheme I 
synthesis, then it is quite clear that the chemical formula now set forth on pages 6-7 is fully 
supported by the original specification and addresses the inconsistency of the originally filed 
specification. Noted here is the fact that the chemical synthesis presented on page 15 in the 
second paragraph and in the examples on pages 20-23 and Figure 1 fully supports the amended 
chemical structure, wheireas there is no teaching of a compound wherein the 1 and 6 positions 
are reduced. Moreover, in the originally filed chemical structure, position 6 is not presented 
as a reduced position (i.e., containing an additional hydrogen), but as a position without 
substitution, and the synthesis and biological data of the examples 20-23 clearly evidence that 
positions 1 and 6 are not reduced positions. To make the chemical structures on pages 6-7 
consistent with the examples and figure, appropriate amendment was made. Where as here, 
one of ordinary skill not only recognizes the existence of the error, but also the appropriate 
correction to be made (v/hich is clearly consistent with the examples and figures), such 
amendment is permissible. See, MPEP §2163.07, II. 

The §112, Second Paragraph Rejection of the Claims 

The Examiner has rejection a number of the claims variously under 35 U.S.C. §1 12, 
second paragraph. Applicants have made appropriate correction to the claims in that the 
chemical structures presented are now consistent with the presentation of the original chemical 
synthesis on pages 15, paragraph 2, and in Figure 1, and the presentation of the biological data 
in the examples of pages 20-23. See MPEP §2163.07 II. 

Regarding the rejection of claim 9, Applicants have amended the claim to correct the 
misspelling of combination. 
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In claims 12, 18 and 26, Applicants have deleted reference to the term "TIBO- 
derivative". 

With respect to claims 12, 13, 18, 19, 26 and 27, it is respectfully submitted that the 
claims comply with the requirements of 35 U.S. C. §1 12, second paragraph. All of the 
compounds which are listed in the claims are known anti-HIV agents, which are used clinically 
or are in trials. It is respectfully submitted that the claims fully comply with the requirements 
of 35 U.S.C. §112, second paragraph. 

The §1 12, First Paragraph Rejection 

The Examiner has rejected claims 1-30 under 35 U.S.C. §112, first paragraph for the 
reasons which are set forth in paragraph 12 on pages 8-9. Applicants respectfully submit that 
the Examiner's rejection here has been rendered moot by the amendment to the present claims. 
It is also respectfully submitted that the Examiner's rejection further supports Applicants' 
position that the amendment to the specification and the claims made herein is the appropriate 
correction. 

Turning to the rejection of claims 5-30, Applicants respectfully submit that the instantly 
claimed methods are enabled and meet the requirements of 35 U.S.C. §112, first paragraph. 
In support of the allowability of the instant claims is the attached declaration of Dr. Karen S. 
Anderson, co-inventor of the present application. Dr. Anderson addresses the Examiner's 
concerns about the virus which was tested in the disclosed examples on pages 23-29 of the 
originally filed specification. Dr. Anderson clearly indicates in her declaration that the virus 
which was used in the experiments presented in the specification was HIV, not HTLV. Based 
upon Dr. Anderson's declaration, it is respectfully submitted that the claims meet the 
requirements of 35 U.S.C. §112, first paragraph. Moreover, because of the low toxicity of 
the present compounds, it respectfully submitted that the compositions are appropriate 
prophylactic compounds and all of the claims of the instant invention are enabled and meet the 
requirements of 35 U.S.C. §112, first paragraph. 
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The §102 Rejecti on 

The Examiner has rejected original claim 1 as being anticipated by Robins, (Journal of 
Organic Chemistry). Inasmuch as Applicants have deleted any subject matter in claiml related 
to X being OCH 3 , it is respectfully submitted that this rejection has been obviated by 
Applicants' amendment. 

For the above reasons, Applicant respectfully asserts that the claims set forth in the 
amendment to the application of the present invention are now in compliance with 35 U.S.C: 
Applicants respectfully submit that the present application is now in condition for allowance 
and such action is earnestly solicited. Applicants previously have neither cancelled nor added 
any claim to the present application. 

No fee is therefore due for the presentation of this amendment. A petition for a two 
month extension of time is enclosed as is the appropriate fee. If any additional fee is due or 
any overpayment has been made, please charge/credit Deposit Account No. 04-0838. 



Respectfully submitted, 
Coleman Sffdol Sapor 




Regis^No. 32, 
714 Colorado Avenue 
Bridgeport, Connecticut 06605-1601 
(203) 366-3560 
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